Appl. No. 09/424,482 

Amdt. dated November 5, 2004 

Reply to Office Action of September 22, 2004 



PATENT 



REMARKS/ARGUMENTS 

Claims 1, 2, 6, 7, 27 and 28 are pending. A typographic error has been corrected 

in claim 7. 

The Information Disclosure Statement 

An initialed copy was attached to the Office Action. However, this was the same 
copy as that on which the Examiner had previously crossed-off the references. Also references 
33-35 were not initialed, apparently inadvertently. To avoid confusion, Applicants provide a 
clean copy of the Information Disclosure Statement, and request the Examiner to return an 
initialed version of this with the next communication. 

In a telephone conversation with Applicants' representative Sean Brennan on 
October 27, 2004, Supervisory Examiner Wang suggested that the reason that the Information 
Disclosure Statement in question, which was submitted to the PTO on December 7, 2001; had 
not been considered until after allowance of the present application was that the Examiner had 
not received copies of the references in the present application. Applicants note for the record 
that the references were received by the PTO on December 31, 2001 (copy of stamped post card 
attached). Furthermore, having reviewed the file, Applicants are unable to find any notification 
from Examiner Wessendorf that the references were not received, nor any request from 
Examiner Wessendorf for re-submission of the references. Moreover, Applicants made 
numerous attempts to determine whether the Information Disclosure Statement had been 
considered 1 , but were unable to obtain an answer from Examiner Wessendorf as to whether she 
had, or had not, considered the Information Disclosure Statement. As a result, Applicants were 
forced to file this RCE, after all pending claims had been allowed, solely for the purpose of 
determining whether the Information Disclosure Statement had been considered. 



1 See, for example, communications mailed on April 15, 2004 and February 26, 2004. Numerous telephone calls 
were also placed to Examiner Wessendorf during the period between Allowance (January 15, 2004) and filing of the 
RCE (April 15, 2004) to determine whether the IDS had been considered. 

2 Applicants wish to emphasize that the RCE was filed not to enter the IDS, but to determine whether an IDS that 
had been entered almost two and one-half years previously had been considered. 
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As a result of the failure to receive timely consideration of the EDS (and, indeed, 
the failure of the Office to inform Applicants, following numerous requests, whether their EDS 
had been considered), it was necessary to withdraw the application from allowance and file the 
instant RCE. Consequently, the term of any patent to be granted on the present application has 
been adversely affected. Accordingly, Applicants reserve the right, in a separate communication, 
to petition for an extension of term on any patent to be issued from the present application. 

Priority 

The Examiner alleges that claim 1 is not entitled to priority of the British 
application filed May 23, 1997. 3 The Examiner does not say which element she believes is 
missing from the claim. Applicants do not agree with the Examiner's position. However, the 
issue is moot because the Isalan et al. reference is not prior art for other reasons, as discussed 
below. 

Claim Rejections under 35 USC 103 

All claims stand rejected as obvious over Greisman in view of Isalan et al. and 
Choo. The Greisman and Choo references were extensively discussed in Applicants 1 Appeal 
Brief (dated September 16, 2003). Insofar as the Examiner's comments regarding these 
references are inconsistent with Applicants' comments in the Appeal Brief, applicants 
respectfully disagree. It is, however, unnecessary to consider the merits of the rejection as a 
whole because the newly cited Isalan et al. reference on which the rejection is premised is not 
prior art. The authors of Isalan et al. (Isalan, Choo and Klug) are the co-inventors of the present 
application. Isalan et al. was published May 27, 1997 (see attached MedLine abstract). The 
present application has an international filing date of May 26, 1998. Isalan et al. is not prior art 
under 35 USC 102(a) because it is a publication by the present inventive entity. Isalan et al is 
not prior art under 35 USC 102(b) because it was published less than one year before the 
international filing date of the present application. Therefore Isalan et al. is not prior art with 

3 Applicants assume for the purposes of this response that the Examiner is referring to GB 97 10809.6. Otherwise, 
clarification is requested. 
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respect to the present claims (irrespective whether the claims are entitled to their British priority 
date). Because Isalan et al. is not prior art, a rejection over Isalan in combination with other 
references cannot stand. 



If the Examiner believes a telephone conference would expedite prosecution of 



TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center, Eighth Floor 

San Francisco, California 941 1 1-3834 

Tel: 650-326-2400 

Fax: 415-576-0300 

Attachments 

JOL:jol 

60348168 v1 



this application, please telephone the undersigned at 650-326-2400. 



Respectfully submitted, 




Joe Liebeschuetz 
Reg. No. 37,505 
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Synergy between adjacent zinc fingers in sequence-specific DNA 
recognition. 

Isalan M, Choo Y, Klug A. 

Medical Research Council Laboratory of Molecular Biology, Hills Road, 
Cambridge CB2 2QH, United Kingdom. 

Zif268-like zinc fingers are generally regarded as independent DNA-binding 
modules that each specify three base pairs in adjacent, but discrete, subsites. 
However, crystallographic evidence suggests that a contact also can occur fix 
second helical position of one finger to the subsite of the preceding finger. H 
show for the three-finger DNA-binding domain of the protein Zif268, and a 1 
of variants, that deleting the putative contact from finger 3 can affect the bin< 
specificity for the 5 1 base in the adjoining triplet, which forms part of the bin< 
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